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DETAILED ACTION 

Information Disclosure Statement 

The information disclosure statement filed 7/7/2004 fails to comply with 37 CFR 
198(a)(2), which requires a legible copy of each cited foreign patent document; each 
non-patent literature publication or that portion which caused it to be listed; and all other 
information or that portion which caused it to be listed. It has been placed in the 
application file, but the information referred to therein has not been considered. Note: 
copies of the Japanese references are missing from the PTO's electronic copy of the 
captioned application. 



Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-5 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 1 recites the steps of depositing glycolic acid crystals from an aqueous 
glycolic acid solution and separating the deposited crystals from the glycolic acid 
solution. It is unclear how "depositing", as set forth on pages 36-45, is different from a 
separating step, since the broadest reasonable interpretation of "separating", can 
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necessarily include depositing of glycolic acid crystals. Clarification, by way 
explanation, or amendment, is required. 



Prior Art Rejections 

The claims of the application are dravtflto, inter alija, a ifnethod for producing high 
purity glycolic acid crystals from an aqueous glycolic acid solution, which comprises the 
steps of: (1) providing an aqueous glycolic acid solution (A) containing monomeric 
glycolic acid and a glycolic acid condensation product, said aqueous glycolic acid 
solution (A) having the following characteristics (a), (b) and (c): (a) a water content of 
from 5 to 20% by weight, (b) a calculated monomeric glycolic acid weight ratio of from 
0.60 to 1.00, said calculated monomeric glycolic acid weight ratio being defined as a 
ratio of the total weight of said monomeric glycolic acid and said glycolic acid 
condensation product to the weight of said aqueous solution (A), wherein the weight of 
said glycolic acid condensation product is expressed in terms of the weight of 
component monomeric glycolic acid of the glycolic acid condensation product, and (c) a 
monomeric glycolic acid content of from 20 to 57% by weight, (2) depositing glycolic 
acid crystals from said aqueous glycolic acid solution (A), and (3) separating the 
deposited glycolic acid crystals from said aqueous glycolic acid solution (A). 

The claims cover other embodiments comprising deposition of glycolic acid 
crystals from said aqueous glycolic acid solution (A) in said step (2) is performed at a 
temperature in the range of from -30 to 50C. 
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The claims cover other embodiments comprising deposition of glycolic acid 
crystals from said aqueous glycolic acid solution (A) in said step (2) is performed in the 
presence of glycolic acid crystals as seed crystals. 

The claims cover other embodiments comprising washing the separated glycolic 
acid crystals with an aqueous glycolic acid solution (B). 

Also, the claims cover embodiments specifying the aqueous glycolic acid solution 

(B). 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-3 are rejected under 35 U.S.C. 102(b) as being anticipated by WO 
92/05138 (WO 138). 

WO 138 teaches a glycolic acid product of a carbonylation reaction given as the 
tables on pages 3 and 4: 
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fh* final product is * 70% technical-grada aguaous 
aolution; a typical analy&i* of this material is; 



total acid as HAA <wt. %} ?1*3* 

Sra* acid as HAA <wt, %) €2.4% 

formic acid <wt. %) 0-24% 

color (Gardner) 3 

chloride (ppia) 2 « * 

iron (ppm) 0t2 



BAA <wt. %) 62.4 

HAA dimar <wt* %i 6*6 

dig lycolic acid <*t . % ) 2,2 

inethcxyacatic acid {wt. %} 2.2 

formic acid (wt. %J 0.24 



A seeded crystallization of glycolic acid crystals in the glycolic acid solution is 
given on pages 5 and 6, at a preferred temperature of 5°C. 

The foregoing anticipates the rejected claims within the meaning of section 102. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 4 and 5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 



WO 138 in view of Applicant's Admission. 
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Claims 4 and 5 cover those embodiments comprising washing the separated 
glycolic acid crystals with an aqueous glycolic acid solution (B) and the claims cover 
embodiments specifying the aqueous glycolic acid solution (B). WO 138 fails to 
explicitly teach these embodiments. However, Applicant's admit that sweating the 
crystals is a conventional process in the art (see page 52 of the specification), and, 
moreover, those of ordinary skill would expect, absent evidence to the contrary that a 
sweating solution in a glycolic acid process would comprise an aqueous glycolic acid 
solution within the parameters set forth in claim 5. Therefore, washing the separated 
glycolic acid crystals with an aqueous glycolic acid solution (B) and those embodiments 
specifying the aqueous glycolic acid solution (B) are well within the motivation of those 
of ordinary skill, and therefore, prima facie obvious. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Karl J. Puttlitz whose telephone number is (571) 272- 
0645. The examiner can normally be reached on Monday to Friday from 9 a.m. to 5 
p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Johann Richter, can be reached at telephone number (571) 272-0646. The 
fax phone number for the organization where this application or proceeding is assigned 
is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 



you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Karl J. Puttlitz 
Assistant Examiner 




.Supervisory Patent Examiner 
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Art Unit 1621 
(571) 272-0646 



